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DETAILED ACTION 

Status of Claims 

1 . Responsive to the amendment filed 26 November 2008, claims 3-1 0 are 
amended and claims 11 and 12 are added. Claims 1-12 are currently under 
examination. 

Status of Previous Rejections 

2. Responsive to the amendment filed 26 November 2008, the rejections based on 
Kunishige in view of Tamehiro are withdrawn. New grounds of rejection are presented. 

Specification 

3. The disclosure is objected to because of the following informalities: in the 
Example, the composition is listed as comprising 0.78% carbon, which is outside the 
range disclosed in the Abstract, Description of the Preferred Embodiments, Claims, etc. 
It is believed by the Examiner that this is merely a typographical error. 

Appropriate correction is required. 

Claim Objections 

4. Claims 8-1 0 and 1 2 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claim 8 requires 
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that the manganese content is 0.7-1 .1%. However, independent claim 2 (on which 
claim 8 depends) limits the manganese content to 0.8-1 .0%. The range of manganese 
in claim 8 is outside the scope of claim 2. Each of claims 9, 1 0 and 1 2 is dependent on 
claim 8 and is therefore also improper. 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese Patent Document JP 1 1-199984 A (hereinafter "Yamaguchi"; machine 
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translation attached) in view of US Patent 6,264,760 issued to Tamehiro et al. 
(hereinafter "Tamehiro"). 

Regarding claim 1 , Yamaguchi teaches a steel sheet that has excellent cutting 
characteristics (see Abstract, [0004] -[0007]). Yamaguchi teaches that the steel 
comprises C: 0.02-0.3, Mn: 0.50-3.00, Cr: 0-1%, Si: 0.01-3.00, Ti: 0-0.25, Al: 0.01- 
0.07, P: 0-0.15 (see [0010]-[0014]). The composition taught by Yamaguchi 
significantly overlaps the instantly claimed compositional ranges, establishing a prima 
face case of obviousness for those ranges. It would have been obvious to one of 
ordinary skill in the art at time of invention to have made a steel with a composition 
within the range as claimed, because Yamaguchi teaches a steel with a composition 
overlapping the instantly claimed range. Applicant is further directed to MPEP 2144.05. 

Yamaguchi does not teach wherein the steel has a bainitic-martensitic structure 
with up to 5% ferrite. 

Tamehiro teaches an ultra-high strength steel with a structure comprising 
predominantly fine grain bainite and martensite (see abstract). Tamehiro teaches that 
the bainite and martensite comprise at least about 90% of the structure of the steel 
(see col. 19). Tamehiro teaches that the steel is prepared by a process comprising hot 
rolling in the temperature range of 950-700° C and cooling at a high rate to a 
temperature between 450-200° C (see cols. 21-22). Tamehiro teaches that this 
method imparts ultra-low temperature toughness into the steel along with high tensile 
strength (see cols. 19-21). 
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It would have been obvious to one of ordinary skill in the art to have applied the 
method of Tamehiro to the alloy of Yamaguchi because Tamehiro teaches that the 
method imparts ultra-low temperature toughness into the steel along with high tensile 
strength (see cols. 19-21). 

Regarding the limitation of the amount of ferrite present, Tamehiro teaches that 
the bainite and martensite comprise at least about 90% of the structure of the steel 
and the rest is one or more of ferrite, twinned martensite, or upper bainite (see col. 
19), said composition overlapping the claimed range, establishing a prima facie case of 
obviousness for that range. Further, the similar process applied to the similar 
composition as claimed must inherently yield the same results. Applicant is further 
directed to MPEP 2112.01. 

Regarding claim 2, Yamaguchi in view of Tamehiro is applied to the claim as 
stated above. The composition taught by Yamaguchi significantly overlaps the instantly 
claimed compositional ranges, establishing a prima face case of obviousness for those 
ranges. It would have been obvious to one of ordinary skill in the art at time of 
invention to have made a steel with a composition within the range as claimed, because 
Yamaguchi teaches a steel with a composition overlapping the instantly claimed range. 
Applicant is further directed to MPEP 2144.05. 

Regarding claim 3, Tamehiro teaches wherein the steel preferably contains at 
least 90% bainite-martensite, with preferably at least % of bainite, said range 
overlapping the instantly claimed range and establishing a prima facie case of 
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obviousness for that range. It would have been obvious to one of ordinary skill in the 
art at time of invention to have produced a steel with an amount of bainite and 
martensite as claimed because Tamehiro teaches the same utility over an overlapping 
range. Applicant is further directed to MPEP 2144.05. 

Regarding claim 4, Yamaguchi in view of Tamehiro does not teach wherein the 
steel has the properties as claimed. However, the similar composition of steel 
processed in a similar manner as claimed would have the same properties. 

Regarding claim 5, Yamaguchi in view of Tamehiro does not teach wherein the 
steel has the properties as claimed. However, the similar composition of steel 
processed in a similar manner as claimed would have the same properties. 

Regarding claim 6, Yamaguchi in view of Tamehiro does not teach wherein the 
steel has the properties as claimed. However, the similar composition of steel 
processed in a similar manner as claimed would have the same properties. 

Regarding claim 7, Yamaguchi in view of Tamehiro does not teach wherein the 
steel has the properties as claimed. However, the similar composition of steel 
processed in a similar manner as claimed would have the same properties. 

Regarding claim 8, Yamaguchi in view of Tamehiro is applied to the claim as 
stated above. Tamehiro teaches that the steel is prepared by a process comprising hot 
rolling in the temperature range of 950-700° C and cooling at a high rate to a 
temperature between 450-200° C (see cols. 21-22). Tamehiro teaches that this 
method imparts ultra-low temperature toughness into the steel along with high tensile 
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strength (see cols. 19-21). Tamehiro teaches that the strip is air cooled after the 
quenching (see cols. 21-22). Tamehiro does not teach coiling the strip. However, the 
step of coiling is well known in the art and would have been obvious to one of ordinary 
skill in the art in order to conveniently store and transport the steel. The examiner 
takes Official notice that this step is well known in the art. Applicant is further directed 
to MPEP 2144.03. 

Regarding claim 9, Yamaguchi in view of Tamehiro is applied to the claim as 
stated above. 

Regarding claims 10 and 12, Yamaguchi in view of Tamehiro do not teach that 
the alloy is uncoiled, annealed, and then hot dipped in zinc to galvanize the steel. 
However, these steps are well known in the art and would have been obvious to one of 
ordinary skill in the art in order to create a desired surface on the steel. The examiner 
takes Official notice that these steps are well known in the art. Applicant is further 
directed to MPEP 2144.03. 

Regarding claim 11, Tamehiro teaches wherein the steel preferably contains at 
least 90% bainite-martensite, with preferably at least % of bainite, said range 
overlapping the instantly claimed range and establishing a prima facie case of 
obviousness for that range. It would have been obvious to one of ordinary skill in the 
art at time of invention to have produced a steel with an amount of bainite and 
martensite as claimed because Tamehiro teaches the same utility over an overlapping 
range. Applicant is further directed to MPEP 2144.05. 
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Response to Arguments 

7. Applicant's arguments, filed 26 November 2008, with respect to Kunishige have 
been fully considered and are persuasive. The previous grounds of rejection have been 
withdrawn. In particular, the examiner agrees that Kunishige teaches that at least 10% 
ferrite is an important part of the invention, and thus one of ordinary skill in the art would 
not have been directed to reduce the ferrite proportion. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER KESSLER whose telephone number is 
(571 )272-651 0. The examiner can normally be reached on Mon-Fri, 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 ) 272-1 244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 
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